
United States-Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/586,977 


06/05/2000 


Bruno Basquin 


032326-031 


8497 



21839 



7590 



05/18/2004 

BURNS DOANE SWECKER & MATHIS LLP 
POST OFFICE BOX 1404 
ALEXANDRIA, VA 22313-1404 



EXAMINER 



TRAN, TONGOC 



ART UNIT 



PAPER NUMBER 



2134 



DATE MAILED: 05/18/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/586,977 


Applicant(s) a 

BASQUIN, BRUNO " 


Examiner 

Tongoc Tran 


Art Unit 

2134 





« The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 



1 . This office action is in response to applicant's amendment filed on 2/10/2004. 
Claims 20-27 are added. Claims 1-27 are pending. 



2. Applicant's arguments filed on 2/1 0/2004 have been fully considered but they are 
not persuasive. 

Response to Applicant's remark to U.S.C. 102 Rejection: 
Applicant contends that Rikuna does not teach the second card contains a 
program to be executed at the terminal that linked to a telecommunication network and 
the first card and the second card does not authenticated against one another. 
Examiner likes to point out that Rikuna teaches that the second card is an IC card which 
contains a system program, a system controller and a calculation section etc. which 
requires a program to perform various functions (see Fig. 4). Furthermore, Rikuna 
teaches in col. 3, lines 22-23 that the card terminal is installed near the cash register to 
perform cash transaction. Rikuna further teaches that the cash transaction is on-lined 
with a credit company (col. 8, lines 52-55) which suggests that the terminal is linked to a 
telecommunication network. Rikuna also discloses information stored in one card is 
used to authenticate the information stored in another card (see col. 2, line 15-col. 3 line 



Response to Arguments 



13). 



Response to Applicant's remark to U.S.C. 103 Rejection: 
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Applicant contends that the rejected prior art Shona teaches a mutual 
authentication between an IC card and a host device and Turban teaches . 
communication between plurality of IC card on the same communication terminal would 
not lead a person of ordinary skill in the art to Applicant's invention that the first IC card 
and the second IC authenticating one another on the same terminal. Examiner 
respectfully disagrees. Shona teaches a mutual authentication with a host device which 
suggests security of communication between two devices. Turban discloses that the 
advantage of his invention of having user relevant data stored directly in the chip card 
instead of transmitting over the telecommunication terminal would considerably reduces 
the burden of communication traffic (col. 2, lines 5-17). Turban further discloses means 
for the chip card to authenticate the user (col. 3, lines 38-44). Since Turban suggests 
that the advantage of having all the user information on the chip card would reduce the 
network communication burden. Therefore, it would have been obvious for Shona's 
mutual authentication between the IC card with the host device to combine with 
Turban's exchanging data communication between chip cards to reduce the network 
traffic. 

In response to Applicant's remark to claim 12, Applicant contends that Shona 
does not disclose one of the cards in the telecommunication terminal is authenticated by 
a remote server. However, Turban discloses the chip card is used to authenticates the 
user to the network (col. 3, lines 38-53). 

Applicant's arguments in respect to 2-3 5 and 9 have been fully considered and 
are persuasive. The rejection for 2-3, 5 and 9 have been withdrawn. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for. patent in the United 
States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Rikuna (U.S. 
Patent No. 4,752,678). 

In respect to "claim 1 , Rikuna discloses a processor for pre-controlling the 
execution of a program contained in a second chip card, inserted in a terminal, in 
addition to a first chip card, containing data and connected to a telecommunication 
network to which the terminal is linked comprising the step of authenticating one of the 
first and second cards by the other, prior to the execution of the program (see col. 2, 
line 67-col. 3, line 13). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1, 4, 6, 8, 10-19, 20-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shona (U.S. Patent No. 5,799,085) in view of Turban (U.S. Patent 
No. 5,586,166). 

In respect to claim 1 , Shona discloses a processor for pre-controlling the 
execution of a program contained in a second chip card, inserted in a terminal, in 
addition to a first host device, comprising the step of authenticating one of the host 
device and second cards by the other, prior to the execution of the program (see col. 2, 
lines 43-54). 

Shona does not explicitly disclose said host device is a chip card and the second 
chip card is connected to a telecommunication network to which the terminal is linked. 
However, Turban discloses a chip card with means for checking whether a further chip 
card has been installed into the same telecommunication terminal and two chip cards 
can received signals and useful data from one another (see col. 3, lines 18-26). 
Therefore, It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the Shona's mutual authentication system with 
Turban's plurality chip card communicating over the telecommunication network for the 
benefit of enabling the chip card to make direct data exchange between 
telecommunication network and chip card (col. 2, lines 41-49). 

In respect to claim 4, Shona and Turban disclose the process of claim 1 . Shona 
further discloses wherein the authentication involves an authentication of the second 
card by the first card, and comprises the following steps: 
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transmitting a random number from the first card to the second card (see col. 2, 
lines 63-67); 

applying the transmitted random number and a key to an algorithm contained in 
the second card to produce a signature that is transmitted to the first card (see col. 3, 
lines 1-5); 

applying the random number and a key to an algorithm containing in the first card 
to produce a result (see col. 3, lines 5-8); and 

comparing the result to the signature transmitted to the first card as to execute 
the program only when the two are equal (see col. 3, lines 8-12). 

In respect to claim 6, Shona and Turban disclose the process in according to 
claim 1 wherein the authentication involves an authentication of the first card by the 
second card, and comprises the following steps: 

transmitting a predetermined field of a number from the first card to the second 

card (see col. 3, lines 15-21); and 

comparing the predetermined field to a number in the second card so as to 
execute the program or to read its content only when the two are equal (see col. 
3, lines 22-30). 

In respect to claim 8, Shona and Turban disclose the process in according to 
claim 1 . Shona further discloses wherein the authentication involves an authentication 
of the first card by the second card, and comprises the following steps: 

reading a random number from the first card into the second card (see col. 3, 

lines 15-18); 
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applying the random number and a key to an algorithm contained in the first card 
so as to produce a signature transmitted to the second card (see col. 3, lines 18- 



applying the random number and a key to an algorithm contained in the second 
card so as to produce a result (see col. 3, lines 22-26); and 
comparing the result to the signature transmitted to the second card so as to 
execute the program or read its content only when the two are equal (see col. 3, 
lines 2, lines 24-30). 

In respect to claim 10, Shona and Turban disclose the process in accordance 
with claim 1 . Shona further discloses said process comprising a first authentication of 
one card by the other card and a second authentication of the other card by said one 
card which follows the first authentication when said one card is authenticated by the 
other card and which is followed by the execution of the program when the other card is 
authenticated by said one card (see col. 2, line 63-coL 3, line 30). 

In respect to claim 1 1 , Shona and Turban disclose the process of claim 1 . Shona 
further discloses wherein at least one part of the authentication is executed only in 
response to an authentication request, transmitted from the second card to the first card 
(see col. 2, lines 63-67). 

In respect to claim 12, Shona and Turban disclose the process of claim 1 . 
Turban further discloses wherein authentication steps are executed in a server of the 
telecommunication network in response to a request from the first card (see col. 3, lines 



21); 



37-46). 
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In respect to claim 13, Shona and Turban disclose the process according to 
claim 1 . Shona further discloses said process including the steps of reading of the 
characteristics for the execution of the program in the second card, by the first card or 
the terminal in response to an introduction of the second card in a reading means linked 
to the terminal, and analysis of the characteristics in comparison to the material and 
software capacities of the first card and/or the terminal to reject the second card when 
said characteristics are incompatible with the first card and/or the terminal (see col. 2, 
line 63-col. 3, line 12). 

In respect to claim 14, Shona and Turban disclose the process in accordance 
with claim 1. Turban further discloses including the step, between the authentication of 
card and the execution of the program, of remotely loading the program from the 
second card into the first card for a program execution in the first card (see col. 4, lines 
57-64). 

In respect to claim 15, Shona discloses Turban disclose the process in 
accordance with claim 1. Turban further discloses wherein the program is launched on 
command from the first card to be executed in the second card and exchanges of 
commands and responses are made between the second card and the terminal (see 
col. 4, lines 57-64). 

In respect to claim 16, Shona and Turban disclose the process of claim 15. 
Turban further discloses wherein said exchanges are made directly between the second 
card and the terminal (see col. 4, lines 57-64). 
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In respect to claim 17, discloses the process of claim 15, wherein said 



exchanges between the second card and the terminal are made through the first card 
(see col. 3, lines 48-52). 

In respect to claim 1 8, Shona and Turban disclose the process of claim 1 . Shona 
further including the step, between the authentication of card and the execution of 
program, of remotely loading the program from the second card into the terminal for 
program execution in the terminal (see col. Col. 4, lines 57-64). 

In respect to claim 19, Shona and Turban disclose the process of claim 1 . 
Turban further discloses wherein the telecommunication network is a radio telephone 
network, the terminal is a mobile radio telephone terminal, and the first card is a 
subscriber identity card (see col. 2, lines 22-31 and col. 4, lines 1-3). 

In respect to claim 20, Shona disclose a process for executing an application 
program in a terminal of a telecommunication network having a first, SIM card 
containing subscriber identification and communication information, and a second, 
program card containing the application program to be executed, comprising the 
following steps: 

transmitting, from said second card to the host device, information pertaining to 
the application program to be executed; authenticating said second card via said host 
device, based upon said transmitted information; and executing said program contained 
in the second card if the authentication is successful (see col. 1; lines 53-col. 2, lines 
43-60). 
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Shona does not explicitly disclose said host device is a sim card linking the 
second card to the communication network. However, Turban discloses a chip card 
with means for checking whether another chip card has been installed into the same 
telecommunication terminal and two chip cards can received signals and useful data 
from one another (see col. 2, lines 23-30 and col. 3, lines 18-26). Therefore, It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to combine the Shona's mutual authentication system with Turban's plurality chip card 
communicating over the telecommunication network for the benefit of enabling the chip 
card to make direct data exchange between telecommunication network and chip card 
(col. 2, lines 41 -49). 

respect to claim 21 , Shona and Turban disclose the process of claim 20, 
wherein said authenticating step is performed, at least in part, by a server remote from 
said terminal, in response to a request from said first card (see Turban, col. 4, lines 1- 



In respect to claim 22, Shona and Turban disclose a process of claim 20, further 
including the step of authenticating said first card by said second card, prior to 
executing said program (see Turban, col. 3, lines 18-26). 

In respect to claim 23, Shona and Turban disclose the process of claim 20, 
wherein said transmitted information includes an identifier of the application program 
(see Turban, col. 3, lines 18-57). 



15). 



Application/Control Number: 09/586,977 Page 1 1 

Art Unit: 2134 

In respect to claim 24, Shona and Turban disclose the process of claim 20, 
wherein said transmitted information includes characteristics required for the execution 
of the application program (see Turban, col. 3, lines 18-57). 

5. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shona 
(U.S. Patent No. 5,799,085) and Turban (U.S. Patent No. 5,586,166) as applied to claim 
2 above, and further in view of Jandrell (U.S. Patent No. 5,365,516). 

In respect to claim 7, Shona and Turban disclose the process of claim 6. Shona 
and Turban do not explicitly disclose wherein the predetermined field comprises at least 
the call sign of the telecommunication network contained in an identity number of the 
first card. However, Jandrell discloses using a call sign of the telecommunication 
network as a system identifier code (see col. 24, lines 19-27). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
utilize the teaching of Jandrell by using the call sign as an identification code for the 
benefit of keeping record for service request and maintaining control. 

Allowable Subject Matter 

6. The following is a statement of reasons for the indication of allowable subject 
matter: 

Claims 2-3, 5, 9 and 25-27 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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In claims 2, 3, 5, 9 and 25, the cited prior art, Rikuna, Shona and Turban, alone 
or in combination, does not explicitly teach the steps of : 

applying an identifier of the program which is transmitted from the second card to 
the first card and a key to an algorithm, contained in the first card, to produce a result, 
and comparing the result and a certificate which is transmitted by the second card to the 
first card in order to execute the program only in case the latter two are equal (claim 2). 

selecting the key in a table of keys contained in the first card as a function of the 
program identifier (claims 3, 5, 9 and 25). 



7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tongoc Tran whose telephone number is (703) 305- 
7690. The examiner can normally be reached on 8:30-5:00 M-F. 



Conclusion 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory A. Morse can be reached on (703) 308-4789. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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